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DECISION ON PETITION 



This is a decision on the petition under 37 CFR 1 .137(b) filed April 26, 2006, requesting revival 
of the above-identified application. 

The petition is dismissed . 

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS 
from the mail date of this decision. Extensions of time (and fee) under 37 CFR 1.136(a) are 
permitted. The reconsideration request should include a cover letter entitled "Renewed Petition 
under 37 CFR 1.1 37(b)." 

This application became abandoned for failure to reply to the non final Office action of July 29, 
2004, which set an extendable shortened statutory period for reply of 30 days. As no 
extensions of time were obtained under the provisions of 37 CFR 1.136(a), and no reply was 
filed this application became abandoned at midnight on August 29, 2004. A Notice of 
Abandonment was mailed January 6, 2005. 

Petitioner, apparently counsel acting on behalf of Vidsys, Inc, which apparently contends that it 
is the current assignee of the entire interest asserts that the delay was unintentional. 

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be 
accompanied by: (1) the required reply (unless previously filed), which may met by the filing of 
a continuing application in a nonprovisional application abandoned for failure to prosecute, but 
must be the payment of the issue fee or any outstanding balance theireof in an application or 
patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof; (2) the 
petition fee required by 37 CFR 1.17(m); (3) an adequate statement that the entire delay in 
filing the required reply from the due date for the reply until the filing of a grantable petition 
pursuant to 37 CFR 1.137(b) was unintentional; and (4) in some instances, a terminal 
disclaimer (and fee as set forth in 37 CFR 1 .20(d)). This petition lacks item (3) above. 
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There are three periods to be considered during the evaluation of a petition under 37 CFR 
1.137(b): 

(1) the delay in reply that originally resulted in the abandonment; 

(2) the delay in filing an initial petition pursuant to 37 CFR 1.137(b) to revive the 
application; and 

(3) the delay in filing a grantable petition pursuant to 37 CFR 1.137(b) to revive the 
application. 

Currently, the delay has not been shown to the satisfaction of the Director to be unintentional 
for periods (1), (2). 

As to Period (1): 

The patent statute at 35 U.S.C. § 41(a)(7) authorizes the Director to revive an "unintentionally 
abandoned application." The legislative history of Public Law 97-247 reveals that the purpose 
of 35 U.S.C. § 41(a)(7) is to permit the Office to have more discretion than in 35 U.S.C. §§ 133 
or 151 to revive abandoned applications in appropriate circumstances, but places a limit on this 
discretion, stating that "[u]nder this section a petition accompanied by either a fee of $500 or a 
fee of $50 would not be granted where the abandonment or the failure to pay the fee for 
issuing the patent was intentional as opposed to being unintentional or unavoidable." 
[emphasis added]. See H.R. Rep. No. 542, 97th Cong., 2d Sess. 6-7 (1982), reprinted in 1982 
U.S.C.C.A.N. 770-71. The revival of an intentionally abandoned application is antithetical to the 
meaning and intent of the statute and regulation. 

35 U.S.C. § 41(a)(7) authorizes the Commissioner to accept a petition "for the revival of an 
unintentionally abandoned application for a patent." As amended December 1, 1997, 37 CFR 
1.137(b)(3) provides that a petition under 37 CFR 1.137(b) must be accompanied by a 
statement that the delay was unintentional, but provides that "[t]he Commissioner may require 
additional information where there is a question whether the delay was unintentional." Where, 
as here there is a question whether the initial delay was unintentional, the petitioner must meet 
the burden of establishing that the delay was unintentional within the meaning of 35 U.S.C. § 
41(a)(7) and 37 CFR 1.137(b). See In re Application of G . 11 USPQ2d 1378, 1380 (Comm'r 
Pats. 1989); 37 CFR 1.137(b). Here in view of the inordinate delay in resuming prosecution, 
there is a question whether the entire delay was unintentional on the part of the party having the 
right to reply to the outstanding Office action, as well as on the part of the intervening parties 
having ownership or control of this application. Petitioner should note that the issue is not 
whether some of the delay was unintentional by any party; rather, the issue is whether the 
entire delay has been shown to the satisfaction of the Director to be unintentional. 
The question under 37 CFR 1 .137(b) for period (1) is whether the delay on the part of the party 
having the right or authority to reply to avoid abandonment (or not reply) was unintentional. 
When the issue of revival is addressed, the focus must be on the rights of the parties as of the 
time of abandonment. See Kim v. Quiqg . 781 F. Supp. 1280, 1284, 12 USPQ2d 1604, 1607 
(E.D. Va 1989). As petitioner was not associated with this case at the time of abandonment, 
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. the statement of unintentional delay by proposed new counsel is not persuasive. Petitioner is 
reminded that pursuant to 37 CFR 3.73(a) the named inventors were presumed to be the 
owners in the absence of any assignment recorded at the USPTO, and further, the power of 
attorney came from the named inventors. Any renewed petition must have the statement made 
by a party having firsthand knowledge of the circumstances surrounding the delay that led to 
abandonment. See "Notice of Final Rulemaking," 62 F.R. 53132 at 53160 (Oct 10, 1997)(reply 
to query no. 64) . 

Accordingly, any renewed petition must also clearly identify the party(s) having the right to reply 
to avoid abandonment on July 29, 2004. That party(s), in turn must explain what effort(s) was 
made to reply to the outstanding Office action and further, why no reply was filed. If no effort 
was made to reply, then that party must explain why the delay in this application does not result 
from a deliberate course of action (or inaction). Likewise, as the Office action of July 29, 2004 , 
was mailed to the firm of Banner & Witcoff (B&W), notwithstanding that B&W had successfully 
withdrawn from representation on October 23, 2003, B&W should explain what action B&W 
took upon receipt of that Office action. Copies of any correspondence and internal and external 
memoranda relating to the filing, or to not filing a reply to the outstanding Office action are 
required from the responsible person(s), counsel at B&W and whoever else was involved with 
this application at the time of abandonment. As the courts have made clear, it is pointless for 
the USPTO to revive a long abandoned application without an adequate showing that the delay 
did not result from a deliberate course of action. See Lawman Armor v. Simon , 2005 U.S. Dist. 
LEXIS 10843, 74 USPQ2d 1633 (DC EMich 2005); Field Hybrids. LLC v. Tovota Motor Corp .. 
2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27, 2005)(delay not unintentional where both 
applicant and his counsel were aware of the deadline for reply to the outstanding Office action); 
New York University v. Autodesk . 466 F. Supp.2d 563, 2006 U.S. Dist. LEXIS 93105, (S.D.N.Y. 
2006)(same); Lumenvte Int'l Corp. v. Cable Lite Corp. . Nos. 96-1011, 96-1077, 1996 U.S. App. 
LEXIS 16400, 1996 WL 383927 (Fed. Cir. July 9, 1996)(unpublished)(patent held 
unenforceable due to a finding of inequitable conduct in submitting an inappropriate statement 
that the abandonment was unintentional); Aristocrat Technologies v. International Game 
Technology , 2007 U.S. Dist. LEXIS 42854 (N.D. CA 2007)(USPTO misapplication of the 
standards of revival overturned causing patent invalidation) . 

As to Period (2): 

Likewise, where the applicant-or any successor in title deliberately chooses not to seek or 
persist in seeking the revival of an abandoned application, or where the applicant deliberately 
chooses to delay seeking the revival of an abandoned application, the resulting delay in seeking 
revival of the abandoned application cannot be considered as "unintentional" within the 
meaning of 37 CFR 1.137(b). See MPEP 711.03(c). 

The language of both 35 USC 41(a)(7) and 37 CFR 1.137(b) are clear and unambiguous, and 
furthermore, without qualification. That is, the delay in filing the reply during prosecution, as 
well as in filing the petition seeking revival, must have been, without qualification, "unintentional" 
for the reply to now be accepted on petition. The Office requires that the entire delay be at least 
unintentional as a prerequisite to revival of an abandoned application to prevent abuse and 
injury to the public. See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted in 1982 
U.S.C.C.A.N. 771 ("[i]n order to prevent abuse and injury to the public the Commissioner . . . 
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could require applicants to act promptly after becoming aware of the abandonment"). The 
December 1997 change to 37 CFR 1 .137 did not create any new right to overcome an 
intentional delay in seeking revival, or in renewing an attempt at seeking revival, of an 
abandoned application. See Changes to Patent Practice and Procedure : Final Rule Notice, 62 
Fed. Reg. 53131. 53160 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63. 87 (October 21, 
1997), which clearly stated clear that any protracted delay (here, 2 years) could trigger, as here, 
a request for additional information. As the courts have since made clear, a protracted delay in 
seeking revival, as here, requires a petitioner's detailed explanation seeking to excuse the delay 
as opposed to USPTO acceptance of a general allegation of unintentional delay. See Lawman 
Armor v. Simon . 2005 U.S. Dist. LEXIS 10843, 74 USPQ2d 1633, at 1637-8 (DC EMich 2005); 
Field Hybrids. LLC v. Toyota Motor Corp .. 2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27, 2005) 
at *21-*23. Statements are required from any and all persons then at GDC, and the 
responsible person(s) having firsthand knowledge of the circumstances surrounding the 
protracted delay, after the abandonment date, in seeking revival. Any party who was an 
owner, assignee or trustee, in the period from October 16, 2004, through February 5, 2007, is 
required to submit a statement as to the delay on their part in seeking revival during each 
respective period of ownership or control. 

Further, petitioner, as a putative successor in title to the currently unnamed party(s) having the 
right or authority to reply vel non is bound by any intentional delay arising from that party, as 
well as from any intervening parties. See Winkler v. Ladd . 221 F.Supp 550, 552, 138 USPQ 
666, 668 (D.D.C. 1963); Kim v. Quigg , supra . That petitioner may have acted with dispatch 
after obtaining the rights to this abandoned application is immaterial to, and does not overcome, 
an intentional abandonment and/or any other delay attributable to that party, or intervening 
parties, such as e.g., the bankruptcy trustee. Kim, supra : Winkler supra . Accordingly, the 
trustee in bankruptcy is required to state when and the manner in which he became aware of 
the abandonment of this application, and what steps he undertook to revive this application. 
Copies of any correspondence, memoranda from the trustee, or between the trustee and any 
other party involving this application regarding its status, value to the estate, etc. are required. 
If the trustee was unaware of the abandoned status, then the trustee is required to list any 
steps diligently taken to ascertain the status and condition of this asset during the dates this 
asset was under his control. He must specifically indicate as to how the delay in discovering 
the abandoned status of this application occurred despite the exercise of due care or diligence 
on his part. If the trustee took no action with respect to either ascertaining its status or in 
seeking revival, he must so state. Any estate funds that were expended to maintain or preserve 
any of the other asserts in the estate must be listed, and the dates such funds were allocated. 

WITH RESPECT TO THE REVOCATION AND POWER OF ATTORNEY FILED BY THE 
PUTATIVE SUCESSOR IN TITLE AND ASSIGNEE OF THE ENTIRE INTEREST AS IT SEEKS 
TO INTERVENE TO THE EXCLUSION OF THE NAMED INVENTORS UNDER 37 CFR 3.73(b) 
AND MPEP 324 : 

As a condition of the above-mentioned intervention, 37 CFR 3.73(b) specifically requires, inter 
alia, that (1) there be documentary evidence of a chain of title from the original inventor(s) to 
the current assignee (e.g., copy of an executed assignment), and (2) the aforementioned 
conveyance(s) must have been recorded or, or if submitted separately and concurrently for 
recordation at the USPTO, so attested in accordance with 37 CFR 3.73(b)(1) ((i) or (ii)), 
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respectively. Currently there is no documentary evidence of any kind of conveyance recorded 
at the USPTO, or submitted for recordation, showing the assignment of this application by the 
named inventors-who are the original owners per 37 CFR 3.73(a)- to any successor in title 
other than Video Network Communications (VNC), recorded at reel 12141 frame 815 on 
September 4, 2001; the "jump" to DYS VideoHolding Inc and Dynamic Technology Systems 
and from them in Vidsys Inc. Is entirely lacking in recordfed doeckets . The entire succession of 
conveyances from VNC on down is required to be filed and recorded as a separate 
communication to Assignment Branch at the USPTO, and a duplicate copy is to be provided 
with any renewed petition. Otherwise, all future correspondence will be addressed to the above 
correspondence address of record-and the power of attorney will remain vacant as indicated 
above. The purportedly favorable treatment on of the revocation and powoer of attorney by the 
assignee filed April 26, 2006, is hereby vacated. 

As a one time courtesy, a copy of this decision is being mailed to counsel who filed the petition. 

Any renewed petition may be addressed as follows: 

By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Randolph Building 401 Dulany Street 
Alexandria, VA 22314: 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Inquiries. related to this decision may be made to the undersigned at (571) 272-3217. 

Brian Hearn 
Petitions Examiner 
Office of Petitions 



cc: 

COOLEY GOODWARD LLP 
ONE FREEDOM SQUARE 
RESTON TOWN CENTER 
11951 FREEDOM DRIVE 
RESTON, VA 20190-5656 



